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DETAILED ACTION 
Specification 

1 . The title of tlie invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

Response to Arguments 

2. In view of the Appeal Brief filed on August 4, 2008, PROSECUTION IS HEREBY 
REOPENED. New grounds of rejection are set forth below. 

To avoid abandonment of the application, appellant must exercise one of the 
following two options: 

(1) file a reply under 37 CFR 1 .111 (if this Office action is non-final) or a reply 
under 37 CFR 1 .1 13 (if this Office action is final); or, 

(2) initiate a new appeal by filing a notice of appeal under 37 CFR 41 .31 followed 
by an appeal brief under 37 CFR 41 .37. The previously paid notice of appeal fee and 
appeal brief fee can be applied to the new appeal. If, however, the appeal fees set forth 
in 37 CFR 41 .20 have been increased since they were previously paid, then appellant 
must pay the difference between the increased fees and the amount previously paid. 

A Supervisory Patent Examiner (SPE) has approved of reopening prosecution by 
signing below: 



/Lin Ye/ 

Supervisory Patent Examiner, Art Unit 2622 
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Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification sliall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claim 48 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

5. Claim 48 recites the limitation "... the outputting unit automatically associates the 
image forming instruction mode selected by said image forming instruction mode 
selecting unit with the image data, and outputs, to the image forming apparatus, the 
image forming instruction mode in association with the image data such that the image 
forming apparatus uses, automatically, the selected piece of image forming instruction 
information when forming the visible image based on the image data". An image 
forming instruction mode is not present in claim 1 . There is insufficient antecedent 
basis for this limitation in the claim. For examination purposes, the limitations will be 
read as "the image forming instruction information". 
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Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only If the International application designated the United States and was published under Article 21(2) 
of such treaty In the English language. 

7. Claims 1-21, and 48-64 are rejected under 35 U.S.C. 102(e) as being 
anticipated by lchil<awa, US Patent 6,850,271 B1. 

8. Regarding claim 1 , lchil<awa discloses an electronic camera {See camera 50 as 
shown in Jigs. 1 and 3), comprising: 

an image captuhng unit {Fig. 3: 10) capturing an image of a subject, and 
outputting an image signal {Col. 4, lines 13-24; col. 6, lines 62-65); 

an image processing unit {AE/AWB circuit 12, A/D converter 14, Linear Matrix 16, 
gamma conversion 18, RGB to YCrCb conversion circuit 20, contour correction 22, YCrCb 
Matrix 24 and compression circuit 26 as shown in fig. 3) obtaining image data in a 
predetermined format based on the image signal captured by said image capturing unit 
{See col. 4, lines 13-64); 

a setting unit {See figs. 3: 84 and 5A: 84) setting an image capturing condition for 
capturing the image of the subject {Ichikawa discloses that the camera can be set into 
automatic mode by setting the dial 84 into automatic mode (represented by letter "A "; see also 
fig. 5 A: 84C), in which the camera would capture the image data and automatically perform a 
series of image processing to the captured image data. Ichikawa also discloses that the camera 
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can be set into a manual operation mode by setting the dial 84 into manual mode (represented by 
letter "M"; see also fig. 5A: 84D), in which the user can control the operation of the image 
processing as desired. The above mentioned modes would control the image capturing 
conditions, since the image processing would be performed in accordance with the selected 
mode. See col. 4, line 57 - col. 5, line 45; col. 7, lines 36-52); 

a storing unit {a storing unit storing a plurality of pieces of image forming instruction 
information unit is taught by Ichikawa by teaching that the digital camera may selectively set 
printer information in the smart media of the digital camera; col. 8, lines 6-9; also the memory 
30 is storing photographing information and printer instructions as shown in figs. 2A and 2B) 
storing a plurality of pieces of image forming instruction information used when an 
image forming apparatus {printer as shown in fig. 1: 100) forms a visible image based on 
the image data {the printer would process and print the image based on the image forming 
instruction mode set in the image file, which the Examiner is reading as the presence of print 
information and the refection mark or presence of print information without the refection mark 
added to the image file. See col. 3, line 66 - col. 4, line 12; col. 5, line 46 - col. 6, line 56; see 
also fig. 6); 

a selecting unit automatically selecting a predetermined piece of image forming 
instruction information {The Examiner is reading the combination of elements 63B and 63C as 

the image forming instruction information, in which element 63B represent print information 
which is related to different image processing that where performed in any of the automatic or 
manual operation mode, and the element 63C represent a "refection mark", which indicated 
whether certain image quality correction has been performed at the camera. When the printer 
100 reads the information from the memory 30, the printer determines if there is a refection 
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mark in the region 63C of the memory 30, and if the reflection mark is not present to indicate 
that a particular image processing has been performed to the image, the printer 100 would 
perform image processing to the image in accordance with the print information in the memory 
section 63B. If the reflection mark is present in the memory section 63C, the printer would not 
perform further image quality correction to the image data to avoid redundancy on the image 
processing. See col. 3, line 66 - col. 4, line 12; col. 5, line 46 - col. 6, line 56; see also fig. 6) 
from among the plurality of pieces of image forming instruction information stored in 
said storing unit {Note that the Examiner is reading the existence of the print information in 
memory location 63B without the existence of the reflection mark in memory location 63C as one 
of the plurality of image forming instruction information, and the existence of the combination of 
print information in memory location 63B and reflection mark is location 63C as another one of 
the plurality of image forming instruction information), based on the image capturing 
condition set by said setting unit, the image capturing condition being the image 
capturing condition under which the subject was captured {as explained above, in 
Ichikawa, based on whether the operation modes are in either automatic or manual operation 
mode, the image capturing condition is changed accordingly. When in automatic mode, the 
camera would capture and perform image processing automatically and in Manual mode, the 
user is able to set different parameters that would change the image capturing condition which 
also represent conditions under which the subject was captured and would result in an automatic 
addition of the reflection mark that would indicate to the printer that certain image processing 
has already been performed in the camera so that the printer would not repeat the processing. 
Therefore, Ichikawa also discloses the automatically selection of a predetermined piece of image 
forming instruction information based on the image capturing condition set by said setting unit. 
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the image capturing condition being the image capturing condition under which the subject was 
captured as claimed. See col. 3, line 66 - col. 4, line 12; col. 5, line 46 - col. 6, line 56; col. 7, 
lines 36-52; see also Jig. 6); and 

an OUtputting unit {See memory unit 30 as shown in Jig. 1 or wireless communication 
unit 42 (output unit) as shown in Jig. 3) associating tine image forming instruction 
information selected by said selecting unit with the image data, and outputting the 
selected image forming instruction information in association with the image data 
{Ichikawa discloses that the memory unit 30 or wireless communication unit 42 (output unit) 
associates the printing information based on the photographing information (see figs. 2 A and 
2B) (col. 3, lines 49-65; col. 4, lines 13-67; col. 6, line 23 - col. 7, line 52; col. 8, lines 6-9); and 
also discloses that the printing information can be selected in the camera. This discloses the 
limitations an outputting unit (memory 30 or wireless communication unit 42) associating the 
image forming instruction information selected by said selecting unit with the image data, and 
outputting the selected image forming instruction information in association with the image data, 
since the image data is stored in the image file at memory location 63D in association with the 
print information (in location 63B) and the reflection mark (in location 63C) so that when the 
printer reads the image file, would determine what type of processing would be performed to the 
image data (either further processing the image if the reflection mark is not present or to avoid 
further image processing on the processes that were already performed at the camera. See col. 
3, line 66 - col. 4, line 12; col. 5, line 46 - col. 6, line 56; col. 7, lines 21-52; col. 8, lines 6-9.) 
(Col. 3, line 66 - col. 4, line 67; col. 5, line 46 - col. 6, line 56; col. 7, lines 21-52; col. 8, lines 
6-9). 
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9. Regarding claim 2, Ichikawa discloses an electronic camera {See camera 50 as 
shown in figs. 1 and 3), comprising: 

an image capturing unit {Fig. 3: 10) capturing an image of a subject, and 

outputting an Image signal {Col. 4, lines 13-24; col. 6, lines 62-65); 

an image processing unit {AE/AWB circuit 12, A/D converter 14, Linear Matrix 16, 
gamma conversion 18, RGB to YCrCb conversion circuit 20, contour correction 22, YCrCb 
Matrix 24 and compression circuit 26 as shown in fig. 3) obtaining image data in a 
predetermined format based on the image signal captured by said image capturing unit 
{See col. 4, lines 13-64); 

a shooting mode selecting unit {See figs. 3: 84 and 5A: 84) selecting a mode used 
for shooting from among a plurality of shooting modes {Ichikawa discloses that the camera 
can be set into automatic mode by setting the dial 84 into automatic mode (represented by letter 
"A "; see also fig. 5A: 84C), in which the camera would capture the image data and 
automatically perform a series of image processing to the captured image data. Ichikawa also 
discloses that the camera can be set into a manual operation mode by setting the dial 84 into 
manual mode (represented by letter "M"; see also fig. 5A: 84D), in which the user can control 
the operation of the image processing as desired. The above mentioned modes would control the 
image capturing conditions, since the image processing would be performed in accordance with 
the selected mode. See col. 4, line 57 - col. 5, line 45; col. 7, lines 36-52); 

a storing unit {a storing unit storing a plurality of image forming instruction mode unit 
is taught by Ichikawa by teaching that the digital camera may selectively set printer information 
in the smart media of the digital camera; col. 8, lines 6-9; also the memory 30 is storing 
photographing information and printer instructions as shown in figs. 2A and 2B) storing a 
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plurality of image forming instruction modes used when an image forming apparatus 

(printer as shown in fig. 1: 100) forms a visible image based on the image data {the printer 
would process and print the image based on the image farming instruction mode set in the image 
file, which the Examiner is reading as the presence of print information and the refection mark 
or presence of print information without the reflection mark added to the image flle. See col. 3, 
line 66 - col. 4, line 12; col. 5, line 46 - col. 6, line 56; see also fig. 6)\ 

an image forming instruction mode selecting unit automatically selecting a 
predetermined image forming instruction mode from among the plurality of image 
forming instruction modes stored in said storing unit {The Examiner is reading the 
combination of elements 63B and 63C as the image forming instruction mode, in which element 
63B represent print information which is related to different image processing that where 
performed in any of the automatic or manual operation mode, and the element 63C represent a 
"reflection mark", which indicated whether certain image quality correction has been performed 
at the camera. When the printer 100 reads the information from the memory 30, the printer 
determines if there is a reflection mark in the region 63C of the memory 30, and if the reflection 
mark is not present to indicate that a particular image processing has been performed to the 
image, the printer 100 would perform image processing to the image in accordance with the 
print information in the memory section 63B. If the reflection mark is present in the memory 
section 63C, the printer would not perform further image quality correction to the image data to 
avoid redundancy on the image processing. Therefore, the combination of the print information 
and the reflection mark in the image flle also represent the image forming instruction mode since 
if both the reflection mark and the printer information are present in the file the printer would 
not perform image processing that was already performed at the camera (this represents a first 
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image forming instruction mode) and if the print information is present but the reflection mark is 
not, the printer would further perform image processing of the image data (this represents a 
different image forming instruction mode). See col. 3, line 66 - col. 4, line 12; col. 5, line 46 - 
col. 6, line 56; see also fig. 6) from among the plurality of image forming instruction mode 
stored in said storing unit {Note that the Examiner is reading the existence of the print 
information in memory location 63B without the existence of the reflection mark in memory 
location 63C as one of the plurality of image forming instruction mode, and the existence of the 
combination of print information in memory location 63B and reflection mark is location 63C as 
another one of the plurality of image forming instruction mode) based on tlie shooting mode 
selected by said shooting mode selecting unit, the shooting mode being the shooting 
mode under which the subject was captured {as explained above, in Ichikawa, based on 
whether the operation modes are in either automatic or manual operation mode, the image 
capturing condition is changed accordingly. When in automatic mode, the camera would 
capture and perform image processing automatically and in manual mode, the user is able to set 
different parameters that would change the image capturing condition which also represent 
conditions under which the subject was captured and would result in an automatic addition of 
the reflection mark that would indicate to the printer that certain image processing has already 
been performed in the camera so that the printer would not repeat the processing. Therefore, 
Ichikawa also discloses the automatically selection of a predetermined image forming 
instruction mode based on the shooting mode set by said shooting mode selecting unit, the 
shooting mode being the shooting mode under which the subject was captured as claimed. See 
col. 3, line 66 - col. 4, line 12; col. 5, line 46 - col. 6, line 56; col. 7, lines 36-52; see also fig. 6)', 

and 
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an outputting unit (See memory unit 30 as shown in Jig. 1 or wireless communication 
unit 42 (output unit) as shown in fig. 3) associating tlie image forming instruction mode 
selected by said image forming instruction mode selecting unit with the image data, and 
outputting the selected Image forming instruction mode in association with the image 
data {Ichikawa discloses that the memory unit 30 or wireless communication unit 42 (output 
unit) associates the printing information based on the photographing information (see figs. 2 A 
and 2B) (col. 3, lines 49-65; col. 4, lines 13-67; col. 6, line 23 - col. 7, line 52; col. 8, lines 6-9); 
and also discloses that the printing information can be selected in the camera. This discloses the 
limitations an outputting unit (memory 30 or wireless communication unit 42) associating the 
image forming instruction mode selected by said selecting unit with the image data, and 
outputting the selected image forming instruction mode in association with the image data, since 
the image data is stored in the image file at memory location 63D in association with the print 
information (in location 63B) and the refection mark (in location 63C) so that when the printer 
read the image file, would determine what type of processing would be performed to the image 
data (either further processing the image if the refection mark is not present or to avoid further 
image processing on the processes that were already performed at the camera. See col. 3, line 
66 - col. 4, line 12; col. 5, line 46 - col. 6, line 56; col. 7, lines 21-52; col. 8, lines 6-9) (Col. 3, 
line 66 -col. 4, line 67; col. 5, line 46 -col. 6, line 56; col. 7, lines 21-52; col. 8, lines 6-9). 

1 0. Regarding claim 3, Ichikawa discloses an electronic camera {See camera 50 as 
shown in figs. 1 and 3), comprising: 

an image capturing unit {Fig. 3: 10) capturing an image of a subject, and 
outputting an image signal {Col. 4, lines 13-24; col. 6, lines 62-65); 
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an image processing unit {AE/AWB circuit 12, A/D converter 14, Linear Matrix 16, 
gamma conversion 18, RGB to YCrCb conversion circuit 20, contour correction 22, YCrCb 
Matrix 24 and compression circuit 26 as shown in fig. 3) obtaining image data in a 
predetermined format based on tine image signal captured by said image capturing unit 
{See col. 4, lines 13-64); 

an image capturing condition setting unit {See figs. 3: 84 andSA: 84) setting a 
condition for image capturing performed by said image capturing unit based on status of 
the subject {Ichikawa discloses that the camera can be set into automatic mode by setting the 
dial 84 into automatic mode (represented by letter "A "; see also fig. 5A: 84C), in which the 
camera would capture the image data and automatically perform a series of image processing to 
the captured image data. Ichikawa also discloses that the camera can be set into a manual 
operation mode by setting the dial 84 into manual mode (represented by letter "M"; see also fig. 
5 A: 84D), in which the user can control the operation of the image processing as desired. The 
above mentioned modes would control the image capturing conditions as desired by the user, 
since the image processing and the image capturing conditions are selected in accordance with 
the selected mode. See col. 4, line 57 - col. 5, line 45; col. 7, lines 36-52); 

a storing unit {a storing unit storing a plurality of image forming instruction mode unit 
is taught by Ichikawa by teaching that the digital camera may selectively set printer information 
in the smart media of the digital camera; col. 8, lines 6-9; also the memory 30 is storing 
photographing information and printer instructions as shown in figs. 2A and 2B) storing a 
plurality of image forming instruction modes used when an image forming apparatus 
{printer as shown in fig. 1: 100) forms a visible image based on the image data {the printer 
would process and print the image based on the image forming instruction mode set in the image 
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file, which the Examiner is reading as the presence of print information and the reflection mark 
or presence of print information without the reflection mark added to the image file. See col. 3, 
line 66 - col. 4, line 12; col. 5, line 46 - col. 6, line 56; see also fig. 6)', 

an image forming instruction mode selecting unit automatically selecting a 
predetermined image forming instruction mode {The Examiner is reading the combination of 
elements 63B and 63C as the image forming instruction mode, in which element 63B represent 
print information which is related to different image processing that where performed in any of 
the automatic or manual operation mode, and the element 63C represent a "reflection mark", 
which indicated whether certain image quality correction has been performed at the camera. 
When the printer 100 reads the information from the memory 30, the printer determines if there 
is a reflection mark in the region 63C of the memory 30, and if the reflection mark is not present 
to indicate that a particular image processing has been performed to the image, the printer 100 
would perform image processing to the image in accordance with the print information in the 
memory section 63B. If the reflection mark is present in the memory section 63C, the printer 
would not perform further image quality correction to the image data to avoid redundancy on 
the image processing. Therefore, the combination of the print information and the reflection 
mark in the image file also represent the image forming instruction mode since if both the 
reflection mark and the printer information are present in the file the printer would not perform 
image processing that was already performed at the camera (this represents a first image 
forming instruction mode) and if the print information is present but the reflection mark is not, 
the printer would further perform image processing of the image data (this represents a different 
image forming instruction mode). See col. 3, line 66 - col. 4, line 12; col. 5, line 46 - col. 6, line 
56; see also fig. 6) from among tlie plurality of image forming instruction modes stored in 
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said storing unit (Note that the Examiner is reading the existence of the print information in 
memory location 63B without the existence of the reflection mark in memory location 63C as one 
of the plurality of image forming instruction mode, and the existence of the combination of print 
information in memory location 63B and reflection mark is location 63C as another one of the 
plurality of image forming instruction mode) based on the condition for image capturing, 
which is set by said image capturing condition setting unit, the image capturing 
condition being the image capturing condition under which the subject was captured [as 
explained above, in Ichikawa, based on whether the operation modes are in either automatic or 
manual operation mode, the image capturing condition is changed accordingly. This teaches 
that the user also selects the image capturing conditions. When in automatic mode, the camera 
would capture and perform image processing automatically and in manual mode, the user is 
able to set different parameters that would change the image capturing condition which also 
represent conditions under which the subject was captured and would result in an automatic 
addition of the reflection mark that would indicate to the printer that certain image processing 
has already been performed in the camera so that the printer would not repeat the processing. 
Therefore, Ichikawa also discloses the automatically selection of a predetermined image forming 
instruction mode based on the condition for image capturing, which is set by said image 
capturing condition setting unit, the image capturing condition being the image capturing 
condition under which the subject was captured. See col. 3, line 66 - col. 4, line 12; col. 5, line 
46 - col. 6, line 56; col. 7, lines 36-52; see also fig. 6); and 

an outputting unit {See memory unit 30 as shown in fig. 1 or wireless communication 
unit 42 (output unit) as shown in fig. 3) associating the image forming instruction mode 
selected by said image forming instruction mode selecting unit with the image data, and 
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outputting the selected image forming instruction mode in association witli tlie image 
data {Ichikawa discloses that the memory unit 30 or wireless communication unit 42 (output 
unit) associates the printing information based on the photographing information (see figs. 2 A 
and 2B) (col. 3, lines 49-65; col. 4, lines 13-67; col. 6, line 23 - col. 7, line 52; col. 8, lines 6-9); 
and also discloses that the printing information can be selected in the camera. This discloses the 
limitations an outputting unit (memory 30 or wireless communication unit 42) associating the 
image forming instruction mode selected by said selecting unit with the image data, and 
outputting the selected image forming instruction mode in association with the image data, since 
the image data is stored in the image file at memory location 63D in association with the print 
information (in location 63B) and the refection mark (in location 63C) so that when the printer 
read the image file, would determine what type of processing would be performed to the image 
data (either further processing the image if the refection mark is not present or to avoid further 
image processing on the processes that were already performed at the camera. See col. 3, line 
66 - col. 4, line 12; col. 5, line 46 - col. 6, line 56; col. 7, lines 21-52; col. 8, lines 6-9) (Col. 3, 
line 66 -col. 4, line 67; col. 5, line 46 -col. 6, line 56; col. 7, lines 21-52; col. 8, lines 6-9). 

1 1 . Regarding claim 4, lchil<awa discloses an electronic camera {See camera 50 as 
shown in figs. 1 and 3), comprising: 

an image capturing unit {Fig. 3: 10) capturing an image of a subject, and 
outputting an image signal {Col. 4, lines 13-24; col. 6, lines 62-65); 

an Image processing unit {AE/AWB circuit 12, A/D converter 14, Linear Matrix 16, 
gamma conversion 18, RGB to YCrCb conversion circuit 20, contour correction 22, YCrCb 
Matrix 24 and compression circuit 26 as shown in fig. 3) obtaining image data in a 
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predetermined format based on the image signal captured by said image capturing unit 

{See col. 4, lines 13-64)', 

a shooting mode selecting unit {See Jigs. 3: 84 and 5A: 84) selecting a mode used 
for shooting from among a plurality of shooting modes {Ichikawa discloses that the camera 
can be set into automatic mode by setting the dial 84 into automatic mode (represented by letter 
"A "; see also fig. 5A: 84C), in which the camera would capture the image data and 
automatically perform a series of image processing to the captured image data. Ichikawa also 
discloses that the camera can be set into a manual operation mode by setting the dial 84 into 
manual mode (represented by letter "M"; see also Jig. 5A: 84D), in which the user can control 
the operation of the image capturing and processing as desired. The above mentioned modes 
would control the image capturing conditions as desired by the user, since the image processing 
and the image capturing conditions are selected in accordance with the selected shooting mode. 
See col. 4, line 57 - col. 5, line 45; col. 7, lines 36-52); 

an image capturing condition setting unit setting a condition for image capturing 
performed by said image capturing unit based on status of the subject {As discussed 
above, the image capturing conditions are selected or set based on the selected shooting mode. 
For example, if the shooting mode is in the manual mode, the user has the opportunity to adjust 
several parameters and perform certain processes to the image to be captured; if the automatic 
shooting mode is selected, the camera would automatically select certain parameters and 
processes to be performed to the image. Therefore, this teaches the limitations "an image 
capturing condition setting unit setting a condition for image capturing performed by said image 
capturing unit based on status of the subject", since said image capturing conditions are set in 
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accordance to the selected shooting mode. See col. 4, line 57 - col. 5, line 45; col. 7, lines 36- 
52); 

a storing unit {a storing unit storing a plurality of image forming instruction mode unit 
is taught by Ichikawa by teaching that the digital camera may selectively set printer information 
in the smart media of the digital camera; col. 8, lines 6-9; also the memory 30 is storing 
photographing information and printer instructions as shown in Jigs. 2A and 2B) Storing a 
plurality of image forming instruction modes used when an image forming apparatus 
{printer as shown in fig. 1: 100) forms a visible image based on the image data {the printer 
would process and print the image based on the image forming instruction mode set in the image 
file, which the Examiner is reading as the presence of print information and the refection mark 
or presence of print information without the reflection mark added to the image file. See col. 3, 
line 66 - col. 4, line 12; col. 5, line 46 - col. 6, line 56; see also fig. 6)', 

an image forming instruction mode selecting unit automatically selecting a 
predetermined image forming instruction mode {The Examiner is reading the combination of 
elements 63B and 63C as the image forming instruction mode, in which element 63B represent 
print information which is related to different image processing that where performed in any of 
the automatic or manual operation mode, and the element 63 C represent a "reflection mark", 
which indicated whether certain image quality correction has been performed at the camera. 
When the printer 100 reads the information from the memory 30, the printer determines if there 
is a reflection mark in the region 63C of the memory 30, and if the reflection mark is not present 
to indicate that a particular image processing has been performed to the image, the printer 100 
would perform image processing to the image in accordance with the print information in the 
memory section 63B. If the reflection mark is present in the memory section 63C, the printer 
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would not perform further image quality correction to the image data to avoid redundancy on 
the image processing. Therefore, the combination of the print information and the reflection 
mark in the image file also represent the image forming instruction mode since if both the 
reflection mark and the printer information are present in the file the printer would not perform 
image processing that was already performed at the camera (this represents a first image 
forming instruction mode) and if the print information is present but the reflection mark is not, 
the printer would further perform image processing of the image data (this represents a different 
image forming instruction mode). See col. 3, line 66 - col. 4, line 12; col. 5, line 46 - col. 6, line 
56; see also fig. 6) from among the plurality of image forming instruction modes stored in 
said storing unit {Note that the Examiner is reading the existence of the print information in 
memory location 63B without the existence of the reflection mark in memory location 63C as one 
of the plurality of image forming instruction mode, and the existence of the combination of print 
information in memory location 63B and reflection mark is location 63C as another one of the 
plurality of image forming instruction mode) based on the shooting mode selected by said 
shooting mode selecting unit, and the condition for image capturing, which is set by said 
image capturing condition setting unit, the image capturing condition being the image 
capturing condition under which the subject was captured {as explained above, in 
Ichikawa, based on whether the operation modes are in either automatic or manual operation 
mode, the image capturing condition is changed accordingly. This teaches that the user also 
selects the image capturing conditions. When in automatic mode, the camera would capture and 
perform image processing automatically and in manual mode, the user is able to set different 
parameters that would change the image capturing condition which also represent conditions 
under which the subject was captured and would result in an automatic addition of the reflection 
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mark that would indicate to the printer that certain image processing has already been 
performed in the camera so that the printer would not repeat the processing. Therefore, 
Ichikawa also discloses the automatically selection of a predetermined image forming 
instruction mode based on the condition for image capturing, which is set by said image 
capturing condition setting unit, the image capturing condition being the image capturing 
condition under which the subject was captured. See col. 3, line 66 - col. 4, line 12; col. 5, line 
46 - col. 6, line 56; col. 7, lines 36-52; see also fig. 6); and 

an outputting unit {See memory unit 30 as shown in fig. 1 or wireless communication 
unit 42 (output unit) as shown in fig. 3) associating tine image forming instruction mode 
selected by said image forming instruction mode selecting unit with the image data, and 
outputting the selected image forming instruction mode in association with the image 
data {Ichikawa discloses that the memory unit 30 or wireless communication unit 42 (output 
unit) associates the printing information based on the photographing information (see figs. 2 A 
and 2B) (col. 3, lines 49-65; col. 4, lines 13-67; col. 6, line 23 - col. 7, line 52; col. 8, lines 6-9); 
and also discloses that the printing information can be selected in the camera. This discloses the 
limitations an outputting unit (memory 30 or wireless communication unit 42) associating the 
image forming instruction mode selected by said selecting unit with the image data, and 
outputting the selected image forming instruction mode in association with the image data, since 
the image data is stored in the image file at memory location 63D in association with the print 
information (in location 63B) and the reflection mark (in location 63C) so that when the printer 
read the image file, would determine what type of processing would be performed to the image 
data (either further processing the image if the reflection mark is not present or to avoid further 
image processing on the processes that were already performed at the camera. See col. 3, line 
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66 - col. 4, line 12; col. 5, line 46 - col. 6, line 56; col. 7, lines 21-52; col. 8, lines 6-9) (Col. 8, 
line 66 - col. 4, line 67; col. 5, line 46 - col. 6, line 56; col. 7, lines 21-52; col. 8, lines 6-9). 

12. Regarding claim 5, Ichikawa discloses an electronic camera {See camera 50 as 
shown in Jigs. 1 and 3), comprising: 

an image capturing unit {Fig. 3: 10) capturing an image of a subject, and 
outputting an image signal {Col. 4, lines 13-24; col. 6, lines 62-65); 

an image processing unit {AE/AWB circuit 12, A/D converter 14, Linear Matrix 16, 
gamma conversion 18, RGB to YCrCb conversion circuit 20, contour correction 22, YCrCb 
Matrix 24 and compression circuit 26 as shown in fig. 3) obtaining image data in a 
predetermined format based on the image signal captured by said image capturing unit 
{See col. 4, lines 13-64); 

a setting unit {See figs. 3: 84 and 5A: 84) setting an image capturing condition for 
capturing the image of the subject from among a plurality of image capturing conditions 
to which priorities are assigned {Ichikawa discloses that the camera can be set into automatic 
mode by setting the dial 84 into automatic mode (represented by letter "A "; see also fig. 5 A: 
84C), in which the camera would capture the image data and automatically perform a series of 
image processing to the captured image data. Ichikawa also discloses that the camera can be 
set into a manual operation mode by setting the dial 84 into manual mode (represented by letter 
"M"; see also fig. 5A: 84D), in which the user can control the operation of image capturing 
conditions and image processing as desired. The above mentioned modes would control the 
image capturing conditions, since the image processing would be performed in accordance with 
the selected mode. By teaching that in the manual mode, the user is able to control the image 
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capturing conditions and image processing performed to the image and further teaching that 
when processes are performed in manual mode, a reflection mark is stored in memory section 
63C of the image file indicating that certain processes do no to be performed in the printer side 
since said processes were already performed in the camera side, Ichikawa discloses that 
priorities are assigned to the capturing conditions (wherein having the user performing changes 
to the image capturing conditions and image processing is read by the Examiner as a particular 
priority compared to when in automatic mode, wherein the capturing conditions and image 
processing is performed automatically and read by the Examiner as a different priority since 
based on those priorities the image would be subjected to a different process (i.e. further 
processing the image by the printer if the image file contains the print information (in location 
63B) without the reflection mark (in location 63C) or to avoid performing processes already 
performed in the camera is the image file contains the print information (in location 63B) with 
the reflection mark (in location 63C)). Therefore, Ichikawa discloses "setting an image 
capturing condition for capturing the image of the subject j'rom among a plurality of image 
capturing conditions to which priorities are assigned" as claimed. See col. 4, line 57 - col. 5, 
line 45; col. 7, lines 36-52); 

a storing unit (a storing unit storing a plurality of pieces of image forming instruction 
information unit is taught by Ichikawa by teaching that the digital camera may selectively set 
printer information in the smart media of the digital camera; col. 8, lines 6-9; also the memory 
30 is storing photographing information and printer instructions as shown in figs. 2 A and 2B) 
Storing a plurality of pieces of image forming instruction information used when an 
image forming apparatus {printer as shown in fig. 1: 100) forms a visible image based on 
the image data {the printer would process and print the image based on the image forming 
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instruction mode set in the image file, which the Examiner is reading as the presence of print 
information and the reflection mark or presence of print information without the reflection mark 
added to the image file. See col. 3, line 66 - col. 4, line 12; col. 5, line 46 - col. 6, line 56; see 

also fig. 6) ; 

a selecting unit automatically selecting a predetermined piece of image forming 
instruction information {The Examiner is reading the combination of elements 63B and 63C as 
the image forming instruction information, in which element 63B represent print information 
which is related to different image processing that where performed in any of the automatic or 

manual operation mode, and the element 63C represent a "reflection mark", which indicated 
whether certain image quality correction has been performed at the camera. When the printer 
100 reads the information from the memory 30, the printer determines if there is a reflection 
mark in the region 63C of the memory 30, and if the reflection mark is not present to indicate 
that a particular image processing has been performed to the image, the printer 100 would 
perform image processing to the image in accordance with the print information in the memory 
section 63B. If the reflection mark is present in the memory section 63C, the printer would not 
perform further image quality correction to the image data to avoid redundancy on the image 
processing. See col. 3, line 66 - col. 4, line 12; col. 5, line 46 - col. 6, line 56; see also fig. 6) 
from among the plurality of pieces of image forming instruction information stored in 
said storing unit {Note that the Examiner is reading the existence of the print information in 
memory location 63B without the existence of the reflection mark in memory location 63C as one 
of the plurality of image forming instruction information, and the existence of the combination of 
print information in memory location 63B and reflection mark is location 63C as another one of 
the plurality of image forming instruction information), based on a priority assigned to the 
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image capturing condition set by said setting unit, tlie image capturing condition being 
the image capturing condition under wliicli tine subject was captured {as explained above, 

in Ichikawa, based on whether the operation modes are in either automatic or manual operation 
mode, the image capturing condition is changed accordingly. When in automatic mode, the 
camera would capture and perform image processing automatically (this being read as a 
particular priority since the capturing conditions would be set and the image processing 
performed in accordance with the automatic mode differently from the capturing conditions and 
the image processing performed in the manual mode) and in Manual mode, the user is able to set 
different parameters that would change the image capturing condition which also represent 
conditions under which the subject was captured and also to control the image processing 
performed in the camera (this being read as a different priority from the one related to the 
automatic mode since the capturing conditions would be set and the image processing performed 
in accordance with the manual mode differently from the capturing conditions and the image 
processing performed in the automatic mode)) and would result in an automatic addition of the 
reflection mark that would indicate to the printer that certain image processing has already been 
performed in the camera so that the printer would not repeat the processing. Therefore, 
Ichikawa also discloses the automatically selection of a predetermined piece of image forming 
instruction information based on the image capturing condition set by said setting unit, the 
image capturing condition being the image capturing condition under which the subject was 
captured as claimed. See col. 3, line 66 - col. 4, line 12; col. 5, line 46 - col. 6, line 56; col. 7, 
lines 36-52; see also fig. 6); 

an outputting unit {See memory unit 30 as shown in fig. 1 or wireless communication 
unit 42 (output unit) as shown in fig. 3) associating tlie image forming instruction 
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information selected by said selecting unit with the image data, and outputting the 
selected Image forming Instruction Information in association with the image data 
{Ichikawa discloses that the memory unit 30 or wireless communication unit 42 (output unit) 

associates the printing information based on the photographing information (see figs. 2 A and 
2B) (col. 3, lines 49-65; col. 4, lines 13-67; col. 6, line 23 - col. 7, line 52; col. 8, lines 6-9); and 
also discloses that the printing information can be selected in the camera. This discloses the 
limitations an outputting unit (memory 30 or wireless communication unit 42) associating the 
image forming instruction information selected by said selecting unit with the image data, and 
outputting the selected image forming instruction information in association with the image data, 
since the image data is stored in the image file at memory location 63D in association with the 
print information (in location 63B) and the reflection mark (in location 63C) so that when the 
printer reads the image file, would determine what type of processing would be performed to the 
image data (either further processing the image if the reflection mark is not present or to avoid 
further image processing on the processes that were already performed at the camera. See col. 
3, line 66 - col. 4, line 12; col. 5, line 46 - col. 6, line 56; col. 7, lines 21-52; col. 8, lines 6-9.) 
(Col. 3, line 66 - col. 4, line 67; col. 5, line 46 - col. 6, line 56; col. 7, lines 21-52; col. 8, lines 
6-9). Grounds for rejecting claim 5 apply here. 

1 3. Regarding claim 6, Ichikawa further discloses that the plurality of image 
capturing conditions include at least a mode used for shooting {Ichikawa discloses the use 
of the automatic and manual modes; See col. 4, line 57 -col. 5, line 45; col. 7, lines 36-52), and 
a condition for Image capturing {Ichikawa discloses that the conditions for image capturing 
are controlled based on the selected mode (i.e. if the camera is in the manual mode, certain 
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process can be performed manually and if the camera is set in the automatic mode, the camera 
would control the conditions for capturing automatically). See col. 3, line 66 - col. 4, line 12; 
col. 5, line 46 -col. 6, line 56; col. 7, lines 21-52; col. 8, lines 6-9.); and the mode used for 
shooting is assigned a priority higher than the condition for image capturing {As discussed 
in Ichikawa, the conditions for capturing the image are changed in accordance with the selected 
shooting mode, therefore, the mode for shooting has a higher priority that the condition for 
capturing. See col. 3, line 66 - col. 4, line 12; col. 5, line 46 - col. 6, line 56; col. 7, lines 21-52; 
col. 8, lines 6-9.). 

14. Regarding claim 7, Ichikawa discloses an electronic camera system {See fig. 1) 
having an electronic camera {See camera 50 as shown in figs. 1 and 3), and an image 
forming apparatus {printer 100 as shown in fig. 1), wherein: 
the electronic camera comprises: 

an image capturing unit {Fig. 3: 10) capturing an image of a subject, and 
outputting an image signal {Col. 4, lines 13-24; col. 6, lines 62-65), 

an image processing unit {AE/AWB circuit 12, A/D converter 14, Linear Matrix 16, 
gamma conversion 18, RGB to YCrCb conversion circuit 20, contour correction 22, YCrCb 
Matrix 24 and compression circuit 26 as shown in fig. 3) obtaining image data in a 
predetermined format based on the image signal captured by said image capturing unit 
{See col. 4, lines 13-64), 

a setting unit {See figs. 3: 84 and 5A: 84) setting an image capturing condition for 
capturing the image of the subject {ichikawa discloses that the camera can be set into 
automatic mode by setting the dial 84 into automatic mode (represented by letter "A "; see also 
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fig. 5 A: 84C), in which the camera would capture the image data and automatically perform a 
series of image processing to the captured image data. Ichikawa also discloses that the camera 
can be set into a manual operation mode by setting the dial 84 into manual mode (represented by 
letter "M"; see also Jig. 5A: 84D), in which the user can control the operation of the image 
processing as desired. The above mentioned modes would control the image capturing 
conditions, since the image processing would be performed in accordance with the selected 
mode. See col. 4, line 57 - col. 5, line 45; col. 7, lines 36-52), 

a storing unit {a storing unit storing a plurality of pieces of image forming instruction 
information unit is taught by Ichikawa by teaching that the digital camera may selectively set 
printer information in the smart media of the digital camera; col. 8, lines 6-9; also the memory 
30 is storing photographing information and printer instructions as shown in figs. 2 A and 2B) 
storing a plurality of pieces of image forming instruction information used when the 
image forming apparatus {printer 100 as shown in fig. 1) forms a visible image based on 
the image data {the printer would process and print the image based on the image forming 
instruction mode set in the image file, which the Examiner is reading as the presence of print 
information and the reflection mark or presence of print information without the reflection mark 
added to the image file. See col. 3, line 66 - col. 4, line 12; col. 5, line 46 - col. 6, line 56; see 
also fig. 6), 

a selecting unit {The Examiner is reading the combination of elements 63B and 63C as 
the image forming instruction information, in which element 63B represent print information 
which is related to different image processing that where performed in any of the automatic or 
manual operation mode, and the element 63C represent a "reflection mark", which indicated 
whether certain image quality correction has been performed at the camera. When the printer 
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100 reads the information from the memory 30, the printer determines if there is a reflection 
mark in the region 63C of the memory 30, and if the reflection mark is not present to indicate 
that a particular image processing has been performed to the image, the printer 100 would 
perform image processing to the image in accordance with the print information in the memory 
section 63B. If the reflection mark is present in the memory section 63C, the printer would not 
perform further image quality correction to the image data to avoid redundancy on the image 
processing. See col. 3, line 66 - col. 4, line 12; col. 5, line 46 - col. 6, line 56; see also fig. 6) 
automatically selecting a predetermined piece of image forming instruction information 
from among the plurality of pieces of image forming Instruction information stored in 
said storing unit {Note that the Examiner is reading the existence of the print information in 
memory location 63B without the existence of the reflection mark in memory location 63C as one 
of the plurality of image forming instruction information, and the existence of the combination of 
print information in memory location 63B and reflection mark is location 63C as another one of 
the plurality of image forming instruction information), based on the image capturing 
condition set by said setting unit, the image capturing condition being the image 
capturing condition under which the subject was captured {as explained above, in 
Ichikawa, based on whether the operation modes are in either automatic or manual operation 
mode, the image capturing condition is changed accordingly. When in automatic mode, the 
camera would capture and perform image processing automatically and in Manual mode, the 
user is able to set different parameters that would change the image capturing condition which 
also represent conditions under which the subject was captured and would result in an automatic 
addition of the reflection mark that would indicate to the printer that certain image processing 
has already been performed in the camera so that the printer would not repeat the processing. 
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Therefore, Ichikawa also discloses the automatically selection of a predetermined piece of image 
forming instruction information based on the image capturing condition set by said setting unit, 
the image capturing condition being the image capturing condition under which the subject was 
captured as claimed. See col. 3, line 66 - col. 4, line 12; col. 5, line 46 - col. 6, line 56; col. 7, 
lines 36-52; see also fig. 6); and 

an outputting unit {See memory unit 30 as shown in fig. 1 or wireless communication 
unit 42 (output unit) as shown in fig. 3) associating the image forming instruction 
information selected by said selecting unit with the image data, and outputting the 
selected image forming Instruction Information in association with the Image data 
{Ichikawa discloses that the memory unit 30 or wireless communication unit 42 (output unit) 
associates the printing information based on the photographing information (see figs. 2A and 
2B) (col. 3, lines 49-65; col. 4, lines 13-67; col. 6, line 23 - col. 7, line 52; col. 8, lines 6-9); and 
also discloses that the printing information can be selected in the camera. This discloses the 
limitations an outputting unit (memory 30 or wireless communication unit 42) associating the 
image forming instruction information selected by said selecting unit with the image data, and 
outputting the selected image forming instruction information in association with the image data, 
since the image data is stored in the image file at memory location 63D in association with the 
print information (in location 63B) and the refection mark (in location 63C) so that when the 
printer read the image file, would determine what type of processing would be performed to the 
image data (either further processing the image if the refection mark is not present or to avoid 
further image processing on the processes that were already performed at the camera. See col. 
3, line 66 - col. 4, line 12; col. 5, line 46 - col. 6, line 56; col. 7, lines 21-52; col. 8, lines 6-9) 
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(Col. 3, line 66 - col. 4, line 67; col. 5, line 46 - col. 6, line 56; col. 7, lines 21-52; col. 8, lines 
6-9); and 

the image forming apparatus {printer 100 as shown in fig. 1) comprises 
a reading unit (a reading unit is inherently disclosed in Ichikawa since Ichikawa 
discloses that the printer receives the image data and detects the image information from the 
image file containing the image data, the reflection mark and the print information; col. 3, lines 
13-65; col. 4, lines 13-54; col. 5, line 46 - col. 6, line 56) reading image data to be formed 
as an image, and tine selected image forming instruction information in association with 
the image data {Ichikawa discloses that the printer detect the image information, reflection 
mark and print information from the image file. See col. 5, line 46 - col. 6, line 56. This teaches 
that the printer is reading image data to be formed as an image, and the selected image forming 
instruction information (in which the Examiner is reading the image forming instruction 
information as the existence of the print information in memory location 63B without the 
existence of the reflection mark in memory location 63C as one of the plurality of image forming 
instruction information, and the existence of the combination of print information in memory 
location 63B and reflection mark is location 63C as another one of the plurality of image 
forming instruction information) in association with the image data.), 

an image forming mode selecting unit selecting an image forming mode, which 
corresponds to the image forming instruction information read by said reading unit, from 
among a plurality of image forming modes performing an image forming process 
according to a different condition {as discussed above, the printer would process and print the 
image based on the image forming instruction mode set in the image flle, which the Examiner is 
reading as the presence of print information and the reflection mark or presence of print 
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information without the reflection mark added to the image file. See col. 3, line 66 - col. 4, line 
12; col. 5, line 46 - col. 6, line 56; see also fig. 6. Also, since the image capturing conditions are 
set in accordance with the selected mode (either automatic or manual), and the piece of image 
forming instruction information are set in accordance with the selected operation mode, wherein 
the printer would determine what type of processing would be performed to the image data 
(either further processing the image if the reflection mark is not present or to avoid further 
image processing on the processes that were already performed at the camera, Ichikawa 
discloses "selecting an image forming mode, which corresponds to the image forming 
instruction information read by said reading unit, from among a plurality of image forming 
modes performing an image forming process according to a different condition " as claimed. See 
col. 3, line 66 - col. 4, line 12; col. 5, line 46 - col. 6, line 56; col. 7, lines 21-52; col. 8, lines 6- 
9.), 

an image forming processing unit {See fig. 1: 62) performing an image quality 
forming process according to the image forming mode selected by said image forming 
mode selecting unit {as discussed above the printer would detect the image forming instruction 
and the printer would determine what type of processing would be performed to the image data 
(either further processing the image if the reflection mark is not present or to avoid further 
image processing on the processes that were already performed at the camera. See col. 3, line 
66 - col. 4, line 12; col. 5, line 46 - col. 6, line 56; col. 7, lines 21-52; col. 8, lines 6-9), and 

an image outputting unit {See fig. 1: 66) outputting image data for which an image 
process is performed by said image forming processing unit {After image processing is 
performed in the printer based on the detected image forming instruction information the print 
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engine would print a print of the processed image data. See col. 3, line 66 - col. 4, line 12; col. 
5, line 46 - col. 6, line 56; col. 7, lines 21-52; col. 8, lines 6-9). 

1 5. Regarding claim 8, claim 8 is a metliod claim of the apparatus in claim 1 . The 
Ichikawa reference discloses the method as claimed in the apparatus of claim 1 . 

16. Regarding claim 9, claim 9 is a method claim of the apparatus in claim 2. The 
Ichikawa reference discloses the method as claimed in the apparatus of claim 2. 

17. Regarding claim 10, claim 10 is a method claim of the apparatus in claim 3. 
The Ichikawa reference discloses the method as claimed in the apparatus of claim 3. 

18. Regarding claim 11, claim 1 1 is a method claim of the apparatus in claim 4. 
The Ichikawa reference discloses the method as claimed in the apparatus of claim 4. 

19. Regarding claim 12, claim 12 is a method claim of the apparatus in claim 5. 
The Ichikawa reference discloses the method as claimed in the apparatus of claim 5. 

20. Regarding claim 13, claim 13 is a method claim of the apparatus in claim 7. 
The Ichikawa reference discloses the method as claimed in the apparatus of claim 7. 

21 . Regarding claim 14, Ichikawa discloses an electronic camera {See camera 50 as 
shown in figs. 1 and 3), comprising: 
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an image capturing unit {Fig. 3: 10) capturing an image of a subject, and 
outputting an image signal {Col. 4, lines 13-24; col. 6, lines 62-65); 

an image processing unit {AE/AWB circuit 12, A/D converter 14, Linear Matrix 16, 
gamma conversion 18, RGB to YCrCb conversion circuit 20, contour correction 22, YCrCb 
Matrix 24 and compression circuit 26 as shown in fig. 3) obtaining image data in a 
predetermined format based on tine image signal captured by said image capturing unit 
{See col. 4, lines 13-64); 

a shooting condition correcting unit correcting a shooting condition for exposure 
or image quality at the time of shooting {Ichikawa discloses that the camera can be set into 
automatic mode by setting the dial 84 into automatic mode (represented by letter "A "; see also 
fig. 5A: 84C), in which the camera would capture the image data and automatically adjust a 
series of image shooting conditions and perform a series of image processing to the captured 
image data. Ichikawa also discloses that the camera can be set into a manual operation mode by 
setting the dial 84 into manual mode (represented by letter "M"; see also fig. 5A: 84D), in which 
the user can control the operation of the image shooting conditions and the image processing as 
desired. The above mentioned modes would control the image shooting conditions, since the 
image processing would be performed in accordance with the selected mode. See col. 4, line 57 
- col. 5, line 45; col. 7, lines 36-52. Therefore, Ichikawa discloses a shooting condition 
correcting unit correcting a shooting condition for image quality at the time of shooting as 
claimed since the shooting conditions are adjusted in accordance with the selected mode.); 

a setting unit {The Examiner is reading the combination of elements 63B and 63C as the 
image forming instruction information, in which element 63B represent print information which 
is related to different image processing that where performed in any of the automatic or manual 
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operation mode, and the element 63C represent a "reflection mark", which indicated whether 
certain image quality correction has been performed at the camera. When the printer 100 reads 
the information from the memory 30, the printer determines if there is a reflection mark in the 
region 63C of the memory 30, and if the reflection mark is not present to indicate that a 
particular image processing has been performed to the image, the printer 100 would perform 
image processing to the image in accordance with the print information in the memory section 
63B. If the reflection mark is present in the memory section 63C, the printer would not perform 
further image quality correction to the image data to avoid redundancy on the image processing. 
See col. 3, line 66 - col. 4, line 12; col. 5, line 46 - col. 6, line 56; see also fig. 6) automatically 
setting correction instruction information for instructing a correction for a process 
performed wlien an image forming apparatus forms a visible image from tine image data 
{Note that the Examiner is reading the existence of the print information in memory location 63B 
without the existence of the reflection mark in memory location 63C as one of the plurality of 
correction instruction information, and the existence of the combination of print information in 
memory location 63B and reflection mark is location 63C as another one of the plurality of 
correction instruction information), based on the shooting condition corrected by said 
shooting condition correcting unit, the shooting condition being the shooting condition 
under which the subject was captured {as explained above, in Ichikawa, based on whether 
the operation modes are in either automatic or manual operation mode, the image capturing 
condition is changed accordingly. When in automatic mode, the camera would capture and 
perform image processing automatically and in Manual mode, the user is able to set different 
parameters that would change the image capturing condition which also represent conditions 
under which the subject was captured and would result in an automatic addition of the reflection 
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mark that would indicate to the printer that certain image processing has already been 
performed in the camera so that the printer would not repeat the processing. Therefore, 
Ichikawa also discloses the automatically selection of a predetermined correcting instruction 
information based on the image capturing condition set by said setting unit, the shooting 
condition being the shooting condition under which the subject was captured as claimed. See 
col. 3, line 66 - col. 4, line 12; col. 5, line 46 - col. 6, line 56; col. 7, lines 36-52; see also fig. 6); 
and 

an outputting unit {See memory unit 30 as shown in fig. 1 or wireless communication 
unit 42 (output unit) as shown in fig. 3) associating tlie set correction instruction information 
{the presence of the print information with the reflection mark or the presence of print 
information without the reflection mark) for instructing a correction for a process performed 
when the image forming apparatus forms a visible image, which is set by said setting 
unit, with the image data and outputting the correction instruction information in 
association with the image data {Ichikawa discloses that the memory unit 30 or wireless 
communication unit 42 (output unit) associates the printing information based on the 
photographing information (see figs. 2A and 2B) (col. 3, lines 49-65; col. 4, lines 13-67; col. 6, 
line 23 - col. 7, line 52; col. 8, lines 6-9); and also discloses that the printing information can be 
selected in the camera. This discloses the limitations an outputting unit (memory 30 or wireless 
communication unit 42) associating the correction instruction information selected by said 
selecting unit with the image data, and outputting the selected correction instruction information 
in association with the image data, since the image data is stored in the image file at memory 
location 63D in association with the print information (in location 63 B) and the reflection mark 
(in location 63C) so that when the printer read the image file, would determine what type of 
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processing would be performed to the image data (either further processing the image if the 
reflection mark is not present or to avoid further image processing on the processes that were 
already performed at the camera. See col. 3, line 66 - col. 4, line 12; col. 5, line 46 - col. 6, line 
56; col. 7, lines 21-52; col. 8, lines 6-9) (Col. 3, line 66 - col. 4, line 67; col. 5, line 46 - col. 6, 
line 56; col. 7, lines 21-52; col. 8, lines 6-9). 

22. Regarding claim 15, claim 15 is written as a Marl<ush type claim by using the 
expression "... includes at least any of a grayscale process, a color process, and a 
sharpness process", meeting one species of a genus family anticipates the claimed 
subject matter. "A generic claim cannot be allowed to an applicant if the prior art 
discloses a species falling within the claimed genus." The species in that case will 
anticipate the genus. In re Slavter . 276 F.2d 408, 41 1 , 125 USPQ 345, 347 (CCPA 
1960); In re Gosteli . 872 F.2d 1008, 10 USPQ2d 1614 (Fed. Cir. 1989). 

Ichikawa discloses that the setting unit sets correction instruction information for 
instructing whether or not to make a correction for each process that includes a color 
process, and a sharpness process {See figs. 2A and 2B), which are performed when an 
image forming apparatus {printer as shown in fig. 1: 100) forms a visible image from the 
image data, based on the shooting condition corrected by said shooting condition 
correcting unit {Ichikawa discloses that the printer detect the image information, refiection 
mark and print information from the image file. See col. 5, line 46 - col. 6, line 56. This teaches 
that the printer is reading image data to be formed as an image, and the selected image forming 
instruction information (in which the Examiner is reading the correcting instruction information 
as the existence of the print information in memory location 63B without the existence of the 
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reflection mark in memory location 63C as one of the plurality of correcting instruction 
information, and the existence of the combination of print information in memory location 63B 
and reflection mark is location 63C as another one of the plurality of image forming instruction 
information) in association with the image data. Ichikawa further discloses the when the printer 
reads the image file, it would determine what type of processing would be performed to the 
image data (either further processing the image if the reflection mark is not present or to avoid 
further image processing on the processes that were already performed at the camera. See col. 
3, line 66 - col. 4, line 12; col. 5, line 46 - col. 6, line 56; col. 7, lines 21-52; col. 8, lines 6-9). 
Grounds for rejecting claim 14 apply here. 

23. Regarding claim 16, Ichikawa further discloses that the setting unit sets 
correction instruction information for instructing corrections for a plurality of combined 
processes {Note in fig. 2A and 2B a plurality of processes is present in the memory location 
63B, which would indicate a plurality of combined processes) performed when an image 
forming apparatus {printer as shown in fig. 1: 100) forms a visible image from the image 
data, based on the shooting condition corrected by said shooting condition correcting 
unit {As discusses in claim 15, Ichikawa discloses that the printer detect the image information, 
reflection mark and print information from the image file. See col. 5, line 46 - col. 6, line 56. 
This teaches that the printer is reading image data to be formed as an image, and the selected 
image forming instruction information (in which the Examiner is reading the image forming 
instruction information as the existence of the print information in memory location 63B without 
the existence of the reflection mark in memory location 63C as one of the plurality of correcting 
instruction information, and the existence of the combination of print information in memory 



Application/Control Number: 1 0/071 ,836 Page 38 

Art Unit: 2622 

location 63B and reflection mark is location 63C as another one of the plurality of correcting 
instruction information) in association with the image data. Ichikawa further discloses the when 
the printer reads the image file, it would determine what type of processing would be performed 
to the image data (either further processing the image if the reflection mark is not present or to 
avoid further image processing on the processes that were already performed at the camera. See 
col. 3, line 66 - col. 4, line 12; col. 5, line 46 - col. 6, line 56; col. 7, lines 21-52; col. 8, lines 6- 
9). Grounds for rejecting claims 14 and 15 apply here. 

24. Regarding claim 17, Ichikawa discloses an electronic camera system having an 
electronic camera {See camera 50 as shown in figs. 1 and 3) and an image forming 
apparatus (printer 100 as shown in fig. 1), wherein: 
the electronic camera comprise 

an image capturing unit {Fig. 3: 10) capturing an image of a subject, and 

outputting an image signal {Col. 4, lines 13-24; col. 6, lines 62-65); 

an image processing unit {AE/AWB circuit 12, A/D converter 14, Linear Matrix 16, 
gamma conversion 18, RGB to YCrCb conversion circuit 20, contour correction 22, YCrCb 
Matrix 24 and compression circuit 26 as shown in fig. 3) obtaining image data in a 
predetermined format based on the image signal captured by said image capturing unit 

{See col. 4, lines 13-64)', 

a shooting condition correcting unit correcting a shooting condition for exposure 

or image quality at the time of shooting {Ichikawa discloses that the camera can be set into 
automatic mode by setting the dial 84 into automatic mode (represented by letter "A "; see also 
fig. 5A: 84C), in which the camera would capture the image data and automatically adjust a 
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series of image shooting conditions and perform a series of image processing to the captured 
image data. Ichikawa also discloses that the camera can be set into a manual operation mode by 
setting the dial 84 into manual mode (represented by letter "M"; see also fig. 5 A: 84D), in which 
the user can control the operation of the image shooting conditions and the image processing as 
desired. The above mentioned modes would control the image shooting conditions, since the 
image processing would be performed in accordance with the selected mode. See col. 4, line 57 
- col. 5, line 45; col. 7, lines 36-52. Therefore, Ichikawa discloses a shooting condition 
correcting unit correcting a shooting condition for image quality at the time of shooting as 
claimed since the shooting conditions are adjusted in accordance with the selected mode.)', 

a setting unit {The Examiner is reading the combination of elements 63B and 63C as the 
image forming instruction information, in which element 63B represent print information which 
is related to different image processing that where performed in any of the automatic or manual 
operation mode, and the element 63C represent a "reflection mark", which indicated whether 
certain image quality correction has been performed at the camera. When the printer 100 reads 
the information from the memory 30, the printer determines if there is a reflection mark in the 
region 63C of the memory 30, and if the reflection mark is not present to indicate that a 
particular image processing has been performed to the image, the printer 100 would perform 
image processing to the image in accordance with the print information in the memory section 
63B. If the reflection mark is present in the memory section 63C, the printer would not perform 
further image quality correction to the image data to avoid redundancy on the image processing. 
See col. 3, line 66 - col. 4, line 12; col. 5, line 46 - col. 6, line 56; see also fig. 6) automatically 
setting correction instruction information for instructing a correction for a process 
performed when an image forming apparatus forms a visible image from the image data 
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(Note that the Examiner is reading the existence of the print information in memory location 63B 
without the existence of the reflection mark in memory location 63C as one of the plurality of 
correction instruction information, and the existence of the combination of print information in 
memory location 63B and reflection mark is location 63C as another one of the plurality of 
correction instruction information), based on the shooting condition corrected by said 
shooting condition correcting unit, the shooting condition being the shooting condition 
under which the subject was captured {as explained above, in Ichikawa, based on whether 
the operation modes are in either automatic or manual operation mode, the image capturing 
condition is changed accordingly. When in automatic mode, the camera would capture and 
perform image processing automatically and in Manual mode, the user is able to set different 
parameters that would change the image capturing condition which also represent conditions 
under which the subject was captured and would result in an automatic addition of the reflection 
mark that would indicate to the printer that certain image processing has already been 
performed in the camera so that the printer would not repeat the processing. Therefore, 
Ichikawa also discloses the automatically selection of a predetermined correcting instruction 
information based on the image capturing condition set by said setting unit, the shooting 
condition being the shooting condition under which the subject was captured as claimed. See 
col. 3, line 66 - col. 4, line 12; col. 5, line 46 - col. 6, line 56; col. 7, lines 36-52; see also fig. 6)', 
and 

an outputting unit {See memory unit 30 as shown in fig. 1 or wireless communication 
unit 42 (output unit) as shown in fig. 3) associating the set correction instruction information 
{the presence of the print information with the reflection mark or the presence of print 
information without the reflection mark) for instructing a correction for a process performed 
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when the image forming apparatus forms a visible image, which is set by said setting 
unit, with the image data and outputting the correction instruction information in 
association with the image data {Ichikawa discloses that the memory unit 30 or wireless 

communication unit 42 (output unit) associates the printing information based on the 
photographing information (see figs. 2A and 2B) (col. 3, lines 49-65; col. 4, lines 13-67; col. 6, 
line 23 - col. 7, line 52; col. 8, lines 6-9); and also discloses that the printing information can be 
selected in the camera. This discloses the limitations an outputting unit (memory 30 or wireless 
communication unit 42) associating the correction instruction information selected by said 
selecting unit with the image data, and outputting the selected correction instruction information 
in association with the image data, since the image data is stored in the image file at memory 
location 63D in association with the print information (in location 63B) and the reflection mark 
(in location 63C) so that when the printer read the image file, would determine what type of 
processing would be performed to the image data (either further processing the image if the 
reflection mark is not present or to avoid further image processing on the processes that were 
already performed at the camera. See col. 3, line 66 - col. 4, line 12; col. 5, line 46 - col. 6, line 
56; col. 7, lines 21-52; col. 8, lines 6-9) (Col. 3, line 66 - col. 4, line 67; col. 5, line 46 - col. 6, 
line 56; col. 7, lines 21-52; col. 8, lines 6-9); and 

the image forming apparatus {printer 100 as shown in fig. 1) comprises 
a reading unit (a reading unit is inherently disclosed in Ichikawa since Ichikawa 
discloses that the printer receives the image data and detects the image information from the 
image file containing the image data, the reflection mark and the print information; col. 3, lines 
13-65; col. 4, lines 13-54; col. 5, line 46 -col. 6, line 56) reading image data to be formed 
as an image, and the set correction instruction information in association with the image 
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data {Ichikawa discloses that the printer detect the image information, reflection mark and print 
information from the image file. See col. 5, line 46 - col. 6, line 56. This teaches that the printer 
is reading image data to be formed as an image, and the selected correction instruction 
information (in which the Examiner is reading the image forming instruction information as the 
existence of the print information in memory location 63B without the existence of the reflection 
mark in memory location 63C as one of the plurality of correction instruction information, and 
the existence of the combination of print information in memory location 63B and reflection 
mark is location 63C as another one of the plurality of correction instruction information) in 
association with the image data.), 

an image forming processing unit performing an image quality forming process 
based on tine correction instruction information read by said reading unit {the printer 
would process and print the image based on the correction instruction mode set in the image file, 
which the Examiner is reading as the presence of print information and the reflection mark or 
presence of print information without the reflection mark added to the image file. See col. 3, line 
66 - col. 4, line 12; col. 5, line 46 - col. 6, line 56; see also fig. 6. The image capturing 
conditions are set in accordance with the selected mode (either automatic or manual), and the 
plurality of correction instruction information are set in accordance with the selected operation 
mode, wherein the printer would determine what type of processing would be performed to the 
image data (either further processing the image if the refection mark is not present or to avoid 
further image processing on the processes that were already performed at the camera), and 

an outputting unit {See fig. I: 66) outputting the image data for wliicli tlie image 
process is performed by said image forming processing unit {After image processing is 
performed in the printer based on the detected image forming instruction information the print 
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engine would print a print of the processed image data. See col. 3, line 66 - col. 4, line 12; col. 

5, line 46 - col. 6, line 56; col. 7, lines 21-52; col. 8, lines 6-9). 

25. Regarding claim 18, claim 18 is written as a Markush type claim by using the 
expression "... includes at least any of a grayscale process, a color process, and a 
sharpness process", meeting one species of a genus family anticipates the claimed 
subject matter. "A generic claim cannot be allowed to an applicant if the prior art 
discloses a species falling within the claimed genus." The species in that case will 
anticipate the genus. In re Slavter . 276 F.2d 408, 41 1 , 125 USPQ 345, 347 (CCPA 
1960); In re Gosteli . 872 F.2d 1008, 10 USPQ2d 1614 (Fed. Cir. 1989). 

Ichikawa further discloses that the setting unit sets correction instruction 
information for instructing whether or not to make a correction for each process that 
includes a color process, and a sharpness process {See figs. 2A and 2B), which are 
performed when an image forming apparatus {printer as shown in fig. 1: 100) forms a 
visible image from the image data, based on the shooting condition corrected by said 
shooting condition correcting unit {Ichikawa discloses that the printer detect the image 
information, reflection mark and print information from the image file. See col. 5, line 46 - col. 

6, line 56. This teaches that the printer is reading image data to be formed as an image, and the 
selected image forming instruction information (in which the Examiner is reading the correcting 
instruction information as the existence of the print information in memory location 63B without 
the existence of the reflection mark in memory location 63C as one of the plurality of correcting 
instruction information, and the existence of the combination of print information in memory 
location 63B and reflection mark is location 63C as another one of the plurality of image 
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forming instruction information) in association with the image data. Ichikawa further discloses 
the when the printer reads the image file, it would determine what type of processing would be 
performed to the image data (either further processing the image if the reflection mark is not 
present or to avoid further image processing on the processes that were already performed at the 
camera. See col. 3, line 66 - col. 4, line 12; col. 5, line 46 - col. 6, line 56; col. 7, lines 21-52; 
col. 8, lines 6-9). Grounds for rejecting claim 17 apply here. 

26. Regarding claim 19, Ichikawa further discloses that the setting unit sets 
correction instruction information for instructing corrections for a plurality of combined 
processes {Note in fig. 2A and 2B a plurality of processes is present in the memory location 
63B, which would indicate a plurality of combined processes) performed when an image 
forming apparatus {printer as shown in fig. 1: 100) forms a visible image from the image 
data, based on the shooting condition corrected by said shooting condition correcting 
unit {As discusses in claim 18, Ichikawa discloses that the printer detect the image information, 
reflection mark and print information from the image file. See col. 5, line 46 - col. 6, line 56. 
This teaches that the printer is reading image data to be formed as an image, and the selected 
image forming instruction information (in which the Examiner is reading the image forming 
instruction information as the existence of the print information in memory location 63B without 
the existence of the reflection mark in memory location 63C as one of the plurality of correcting 
instruction information, and the existence of the combination of print information in memory 
location 63B and reflection mark is location 63C as another one of the plurality of correcting 
instruction information) in association with the image data. Ichikawa further discloses the when 
the printer reads the image file, it would determine what type of processing would be performed 
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to the image data (either further processing the image if the reflection mark is not present or to 
avoid further image processing on the processes that were already performed at the camera. See 
col. 3, line 66 - col. 4, line 12; col. 5, line 46 - col. 6, line 56; col. 7, lines 21-52; col. 8, lines 6- 
9). Grounds for rejecting claims 17 and 18 apply here. 

27. Regarding claim 20, claim 20 is a method claim of the apparatus in claim 14. 
The Ichikawa reference discloses the method as claimed in the apparatus of claim 14. 

28. Regarding claim 21, claim 21 is a method claim of the apparatus in claim 17. 
The Ichikawa reference discloses the method as claimed in the apparatus of claim 17. 

29. Regarding claim 48, Ichikawa further discloses that the outputting unit 
automatically associates the image forming instruction information selected by said 
image forming instruction information selecting unit with the image data {Ichikawa 
discloses that the camera would automatically include the image forming instruction information 
(either print information with the reflection mark or the print information without the reflection 
mark) in accordance with the selected mode controlling the image capturing conditions. See 
figs. 2A and 2B, and also col. 3, lines 49-65; col. 4, lines 13-67; col. 6, line 23 - col. 7, line 52; 
col. 8, lines 6-9), and outputs, to the image forming apparatus {printer 100 as shown in fig. 
1), the image forming instruction information in association with the image data such 
that the image forming apparatus uses, automatically, the selected piece of image 
forming instruction information when forming the visible image based on the image data 
(Ichikawa discloses that when the printer reads the image file, would automatically determine 
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what type of processing would be performed to the image data (either further processing the 
image if the reflection mark is not present or to avoid further image processing on the processes 
that were already performed at the camera. This reads on the limitations "the image forming 
instruction information in association with the image data such that the image forming 
apparatus uses, automatically, the selected piece of image forming instruction information when 
forming the visible image based on the image data " as claimed. See col. 3, line 66 - col. 4, line 
12; col. 5, line 46 - col. 6, line 56; col. 7, lines 21-52; col. 8, lines 6-9.). 

30. Regarding claim 49, limitations liave been discussed and analyzed in claim 1 . 

31 . Regarding claim 50, limitations have been discussed and analyzed in claim 2. 

32. Regarding claim 51, limitations have been discussed and analyzed in claim 3. 

33. Regarding claim 52, limitations have been discussed and analyzed in claim 4. 

34. Regarding claim 53, limitations have been discussed and analyzed in claim 5. 

35. Regarding claim 54, limitations have been discussed and analyzed in claim 7. 

36. Regarding claim 55, limitations have been discussed and analyzed in claim 8. 



37. Regarding claim 56, limitations have been discussed and analyzed in claim 9. 
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38. Regarding claim 57, limitations liave been discussed and analyzed in claim 10. 

39. Regarding claim 58, limitations have been discussed and analyzed in claim 1 1 . 

40. Regarding claim 59, limitations have been discussed and analyzed in claim 12. 

41 . Regarding claim 60, limitations have been discussed and analyzed in claim 13. 

42. Regarding claim 61, limitations have been discussed and analyzed in claim 14. 

43. Regarding claim 62, limitations have been discussed and analyzed in claim 17. 

44. Regarding claim 63, limitations have been discussed and analyzed in claim 20. 

45. Regarding claim 64, limitations have been discussed and analyzed in claim 21 . 

Conclusion 

46. Because new grounds of rejections have been presented to unamended claims 
1-21, and 48-64, this Office Action is made NON-FINAL. 
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